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DETAILED ACTION 

Response to Amendment 

1 . This action is in response to the amendment mailed October 30, 2007. 
Claims 33-34 were canceled rendering claims 1-30 and 32 pending in this case. 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claim Rejections - 35 USC 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject 
matter which the applicant regards as his invention. 

4. Claim 12 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

In claim 12, the phrase, "substantially the same material" is indefinite. It is 
unclear how the two or more layers are made of substantially the same material. Either 
they are made of the same material or they are not. The term "substantially" is not 
defined by the claim and the specification does not provide a standard for ascertaining 
the requisite degree, and one of ordinary skill in the art would not be reasonably 
apprised of the scope of the invention. 
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In claim 14, the phrase, "indices of refraction of adjacent layers are substantially 
the same" is indefinite. It is unclear how the indices of refraction of adjacents layers are 
the same. Either they are the same or they are different. The term "substantially" is not 
defined by the claim and the specification does not provide a standard for ascertaining 
the requisite degree, and one of ordinary skill in the art would not be reasonably 
apprised of the scope of the invention. 

Claim Rejections - 35 USC § 103(a) 

5. Claims 1-30 and 32 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kito et al. (U.S. 5,585,425) as evidenced by 
http://hyperphysics.phy-astr.gsu.edu/hbase/tabSes/indrf.html. 

Kito discloses an article comprising two or more layers fused together (in optical 
contact) having a colored and transparent layer or colored and opaque layer on a 
transparent (light transmitting) substrate (column 12, line 46-67 and column 13, lines 
14-22) where the colored layer, experiences color changes, as in claim 8. Kito 
discloses the composition may be colored and transparent by the addition of dye or 
transparent pigment in column 12 lines 49-52, which gives the colored light transmissive 
layer a principle color. 

Kito discloses an undercoat layer and/or topcoat layer can be applied to the 
article (column 13, lines 40-61) where both are made of methacrylate material (column 
13, lines 44-52 and column 14, lines 1-12) as in claims 5 and 12. Colorant can be added 
to the undercoating and top coating layer (column 14, lines 13-17) and the 
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thermochromatic color layer can be in a transparent state (column 12, lines 46-54) as in 
claims 6-7. 

Although Kito does not specifically discloses the thickness as in claim 1 , 
thickness is an optimizable feature. In the absence of any evidence to the contrary, it 
would have been obvious to one of ordinary skill in the art to optimize the layers of the 
article because discovering the optimum or workable range of result effective variables 
involves only routine skill in the art. The thickness directly affects the flexibility and 
durability of the multilayer article. In re Alter 105 USPQ 233 and see In re Boesch, 617 
USPQ 215. Additionally, a change in thickness, such as a change in the size of the 
article, is generally within the level of ordinary skill in the art. In re Rose, 105 USPQ 237 
(CCPA 1955). 

Concerning claims 2-4, because Kito discloses an article comprising two or more 
layers fused together (in optical contact) having a colored and transparent layer on a 
transparent (light transmitting) substrate with a colored undercoating and top coating, it 
is expected for at least one edge of the light transmitting layer to appear different in its 
color when viewed along the edge, which would change with respect to the viewing 
angle and appear to be a mix of the transparent colored layer, transparent layer and 
colored top or undercoating layer(s). 

The article is a glass or plastic, with glass or plastic layers (column 21, lines 1- 
47) comprising acrylic resin and polymethyl methacrylate (column 5, lines 55-65 and 
column 13, lines 44-52) as in claim 9-11. Kito discloses the article has a three- 
dimensional form which is applicable to toys and decorative goods (column 25, lines 1- 
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5) as in claims 28-30. In claim 29, the phrase, "suitable for a display, consumer product, 
or decorative support for an object" constitutes a 'capable of limitation and that such a 
recitation that an element is 'capable of performing a function is not a positive limitation 
but only requires the ability to so perform. 

Concerning claim 13, because the thermochromatic color layer can be in a 
transparent state and it is adjacent to a transparent layer, there are at least two adjacent 
light transmitting layers in Kito's article. 

Concerning claims 14-15 and 23, the transparent substrate is made of 
methacrylate material and the undercoating is made of methacrylate material (column 
13, lines 14-20 and 44-48). Because the transparent substrate and undercoating are 
made of similar materials, it appears the indices of refraction of these layers are 
substantially the same within about 0.5 of each other. The index of refraction of 
methacrylate materials are conventionally greater than air, which has an index of 
refraction of about 1 .0, as in claims 1 6-1 7. In claim 23, the phrase, "said two or more 
layers are coextruded" introduce a process limitation to the product claim. The 
patentability of a product does not depend on its method of production. If the product in 
the product-by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a different 
process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966. Further, process 
limitations are given little patentable weight in product claims. 

Concerning claim 18, the phrase, "having a depth measured from said edge" 
appears to introduce a process limitation to the product claim. The patentability of a 
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product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re 
Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966. Further, process limitations are given 
little patentable weight in product claims. Example 1 of Kito shows a film with a varying 
thickness of the thermochromatic color layer, giving the structure a varying depth. 

In claims 19 and 20, the phrases, "by cuts through said layers" and "produced by 
coextrusion or fusion bonding of said layers" introduces process limitations to the 
product claims. In claim 23, the phrase, "wherein said two or more layers are 
coextruded" also introduces a process limitation to the product claim. The patentability 
of a product does not depend on its method of production. If the product in the product- 
by-process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re 
Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966. Further, process limitations are given 
no patentable weight in product claims. 

Concerning claim 21 , because Kito teachings a topcoating and undercoating 
layer, the layers they coat appear to be interlayer material. 

Concerning claims 22 and 24-26, a solvent (liquid) is used to apply the 
thermochromic layer to the substrate layer, which is a ketone, such as actetone, which 
has a refractive index of about 1 .36, according to hftp://h voeroh vsics. oh v- 
astr. gsu. edu/hbase/tables/indrf.html . The index of refraction of the solvent appears to be 
lower than that of the thermochromic layer and substrate. The solvent used in Kito is 
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construed as being an interlayer before the structure is dried. Applicant claims an 
interlayer of liquid, but does not claim how long the liquid interlayer needs to be present 
in the structure. 

Because the article of Kito is a layered article used to laminate or conceal 
substrates (column 1 , lines 12-20), it is interpreted as a sheet, as in claim 27. 

Concerning claim 32, it appears the article has a photochromic visual effect as it 
seems to turns dark when turned a certain way or exposed to light and returns to its 
normal transparency when the angle or light is removed. 

Response to Arguments 

6. The rejection made under 35 U.S.C. 112, first paragraph, is withdrawn due to 
Applicant amending cancelled claims 33-34, to include a high limit of 100mm, which has 
been incorporated in claim 1 . 

The rejection made under 35 U.S.C. 102(b) as being anticipated by Kito et al. 
(U.S. 5,585,425) is withdrawn due to Applicant amending claim 1 to include the 
limitations of cancelled claims 33-34. 

Applicant's arguments of the rejection made under 35 U.S.C. 103(a) as being 
unpatentable over Kito et al. (U.S. 5,585,425) has been considered but is unpersuasive. 
Applicant argues Kito does not recognize Applicant's angular multi-chromatic 
characteristics or geometric multi-chromatic characteristics, and thus such effects were 
not recognized by Kito. In response to applicant's argument that the references fail to 
show certain features of applicant's invention, it is noted that the features upon which 
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applicant relies (i.e., Kito does not recognize Applicant's angular multi-chromatic 
characteristics or geometric multi-chromatic characteristics) are not recited in the 
rejected claim(s). Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). Although Kito does not specifically 
disclose the thickness, thickness is an optimizable feature. Applicant fails to disclose 
any criticality with respect to the recited "thickess of from greater than 0.1 to 100mm." 
Therefore, in the absence of any evidence to the contrary, it would have been obvious 
to one of ordinary skill in the art to optimize the polymeric components of the 
impregnated paper because discovering the optimum or workable range involves only 
routine skill in the art. The thickness directly affects the flexibility of the article. In re Alter 
105 USPQ 233 and see In re Boesch, 617 USPQ 215. In the absence of evidence of 
criticality for the weight percentage of the polymer material by Applicant, it is obvious to 
optimize the material. Additionally, there is also no clear teaching away from the 
claimed thickness of the article by Kito, as the reference does not exclude any thickness 
for the layers of the article. 

Applicant argues Kito does not disclose an article having two or more layers with 
a principle color. Kito discloses an article comprising two or more layers fused together 
(in optical contact) having a colored and transparent layer or colored and opaque layer 
on a transparent (light transmitting) substrate (column 12, line 46-67 and column 13, 
lines 14-22) along with a colored undercoating and top coating (column 14, lines 13-17). 
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Applicant argues when the thermochromatic composition is transparent it is 
colorless. Kito discloses the composition may be colored and transparent by the 
addition of dye or transparent pigment in column 1 2 lines 49-52, which gives the light 
transmissive layer a principle color. In response to Applicant's arguments regarding the 
color of Kito's layers, Kito discloses: 

a) a thermochromatic coating that is either opaque and colored or transparent 
and colored with the addition of transparent pigment (column 12, lines 50-54) 

b) a transparent undercoat with colorant (column 13, lines 38-52 and column 14, 
lines 13-17) 

c) a transparent top coat layer with colorant (column 13, lines 53-65 and column 
14, lines 13-17). 

Therefore, Kito discloses a light transmitting layer having a principle color that 
inherently appears as a different color when viewed along an edge. 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lawrence Ferguson whose telephone number is 571- 
272-1522. The examiner can normally be reached on Monday through Friday 9:00 AM 
-5:30PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Keith Hendricks, can be reached on 571-272-1401. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

L. Ferguson 
Patent Examiner 
AU 1794 



/KEITH D. HENDRICKS/ 

Supervisory Patent Examiner, Art Unit 1794 



